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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 1-10 and 22-29. dains 11-21 and 30-33 have been
wi t hdrawn from consideration by the Exam ner as being drawn to
a non-el ected invention.

The clained invention relates to a housing for an

el ectric motor which is integrally formed with a conduit
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enbedded in the housing for carrying a circul ati ng heat
removal fluid. The housing has a substantially cylindrical
wall formed of a thermally conductive material with the fluid
carrying conduit being disposed within the housing wall and in
thermal Iy conductive contact with the wall material.

Claiml is illustrative of the invention and reads as
fol |l ows:

1. A housing for an electric notor conprising:

a substantially cylindrical cast housing wall forned
froma thermally conductive material; and

at | east one fluid-carrying conduit enbedded in said
housi ng wal | ;

said conduit having a tubular conduit wall distinct
fromsaid housing wall and in thermally conductive
cont act wi th said housing wall.

The Examiner relies on the followng prior art:

Bone 4,516, 044

May 07, 1985
Mol it or 4, 540, 045 Sep.
10, 1985

Clains 1-10 and 22-29 stand finally rejected under 35
U S.C. 8 103 as bei ng unpatentable over Bone in view of
Mol itor.

Rat her than reiterate the argunments of Appellant and the
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Exam ner, reference is made to the Brief and Answer for the
respective details thereof.
OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner, the argunents
in support of the rejection and the evidence of obvi ousness
relied upon by the Exam ner as support for the obviousness
rejection. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, Appellant’s argunents
set forth in the Brief along with the Exam ner’s rationale in
support of the rejection and argunents in rebuttal set forth
in the Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
in clainms 1-10 and 22-29. Accordingly, we reverse.

In rejecting clains under 35 U.S.C. 8§ 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@2d 1596, 1598 (Fed. Cr. 1988). 1In
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so doing, the Exam ner is expected to nmake the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17-18, 148 USPQ 459, 467 (1966), and to provide a reason
why one having ordinary skill in the pertinent art woul d have
been led to nodify the prior art or to conbine prior art
references to arrive at the clained invention. Such reason
must stem from sonme teaching, suggestion or inplication in the
prior art as a whole or know edge generally avail able to one

having ordinary skill in the art. Uniroyal, Inc. v. Rudkin-

Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed.

Cr.), cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. V.

Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ

657, 664 (Fed. Cir. 1985), cert. denied, 475 U. S. 1017 (1986);

ACS Hosp. Sys.. Inc. v. Mntefiore Hosp., 732 F.2d 1572, 1577,

221 USPQ 929, 933 (Fed. Cr. 1984). These show ngs by the
Exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992) .

Wth respect to the Exam ner’s obvi ousness rejection of
i ndependent clains 1, 2, 7, 8, 9, 10, and 22, Appellant
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asserts (Brief, pages 9 and 10) that the Exam ner has failed

to establish a prina facie case of obvi ousness si nce none of

the references suggest any reason why they m ght be conbi ned.
Further, Appellant asserts that, even if the references could
be conbi ned, the resulting conbinati on woul d not neet the
requi renents of the claimed invention.

After careful review of the applied prior art in |light of
the argunents of record, we are in agreenent with Appellant’s
position as stated in the Brief. The distinct fluid conduit
wal | structure disclosed by Molitor, which the Exam ner has
suggested could be utilized in place of the grooved channel
fluid passageways in Bone, would serve no purpose in the
structure of Bone. As pointed out by Appellant, Bone's wall
menber, which is made of solid material, serves to contain the
heat transfer fluid, thereby obviating the need for a distinct
conduit wall structure. Further, we fail to see how t he heat
exchange structure of Molitor, which is intended to transfer
heat between a fluid flow ng through heat conductive
def ormabl e nenbers and a fluid flow ng through a conduit
surrounded by the heat deformabl e nenbers, has rel evance to

t he heat exchange structure of Bone which transfers heat from

5



Appeal No. 1998-1081
Appl i cation No. 08/462, 202

a solid notor body to fluid traveling through passageways
surrounding the interiorly |ocated notor structure. None of

t he probl ens sought to be overcone by Mlitor would be
expected to exist in the notor heat exchange system of Bone.
In view of the above, we are left to speculate why the skilled
artisan woul d enploy any of the features of the heat exchanger
of Molitor in the systemof Bone. The only reason we can

di scern is inproper hindsight reconstruction of Appellant's
clainmed invention. 1In order for us to sustain the Exam ner’s
rejection under 35 U.S.C. 8§ 103, we would need to resort to

specul ati on or unfounded assunptions or rationales to supply
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deficiencies in the factual basis of the rejection before us.

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967), cert. denied, 389 U S. 1057 (1968), rehearing denied,

390 U.S. 1000 (1968).

We are further of the opinion that, as asserted by
Appel I ant, even assum ng, arguendo, that if proper notivation
were established for the Exami ner’s proposed conbi nation, the
resulting systemwould fall far short of neeting the specific
requi renents of the clains on appeal. The appeal ed cl ai ms set
forth a specific structural relationship between the fl uid-
carrying conduit and the surfaces of the housing wall. The
Exam ner has provided no indication as to how and where
the skilled artisan m ght have found it obvious to nodify
t he teachings of Bone and Mblitor to arrive at the specifics
of the | anguage of the various appeal ed clains which require
either that the fluid conduit wall be distinct fromthe
housi ng wal |l and enbedded therein, or that the fluid conduit
be di sposed between the inner and outer surfaces of the
housing wall. The nere fact that the prior art may be
nmodi fied in the manner suggested by the Exam ner does not nake
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t he nodi ficati on obvi ous
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unl ess the prior art suggested the desirability of the

nmodi fi cati on. In re Fritch, 972 F.2d 1260, 1266 n. 14, 23

UsP2d 1780, 1783-84 n.14 (Fed. Cr. 1992). Accordingly,

since the Exam ner has not established a prima facie case of

obvi ousness, the rejection of independent clains 1, 2, 7, 8,
9, 10, and 22, and clains 3-6 and 23-29, dependent thereon,

over the conbination of Bone and Mblitor is not sustained.
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In summary, we have not sustained the Exam ner’s 35
U s C
8 103 rejection of any of the clains on appeal. Thus, the

Exam ner’s decision rejecting clains 1-10 and 22-29 is

rever sed.
REVERSED
)
LEE E. BARRETT )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOSEPH F. RUGE ERO )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
PARSHOTAM S. LALL )
Adm ni strative Patent Judge )
JFR: hh
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Laff, Wiitesel, Conte & Saret
401 North M chigan Ave.
Chicago, IL 60611
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